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7)[§l Claim(s) 121-124.138 and 139 is/are objected to. 
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Applicants are reminded that claim 101 is defined as "10" (see page 5 of the claims 

listing). 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 135-137 are rejected under 35 U.S.C. ^ 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claims 135, 136 and 137 are indefinite as to the limitation "first abrasive" because this 
lacks antecedent basis since claim 1 12 does not define a "first abrasive". 

Claims 77-82, 86-106, 108, 109, 111-114, 116-120, 125-130 and 132-136 are rejected 
under 35 U.S.C. 103(a) as obvious over Wang et al. (184). 

Wang et al. (184) in the abstract and sections [0014], [0016], [0017], [0024], [0033] and 
[0034], a polishing composition for polishing a substrate comprising a noble metal layer and a 
dielectric layer (i.e. composition in contact with a noble metal substrate), said composition 
comprises an abrasive (alumina) and periodates and acids thereof (i.e. this is periodic acid). It is 
shown that a combination of abrasives can be used thus reading on the claimed suspension agent 
(i.e. another abrasive). The amounts for the abrasive and periodic acid are defined. Other 
components can be added (i.e. organic acid (succinic acid), surfactant, pH adjuster (sodium 



Application/Control Number: 1 0/057,206 Page 3 

Art Unit: 1755 

hydroxide, etc.), etc.). Section [0028] shows that the pH of one type of the system is 6.5. The 
examples provide other pH values. 

Wang et al. teaches amounts for the periodic acid and it is the examiners position that 
when said amounts are calculated in terms of moles/kg, said amounts will encompasses the 
claimed amounts. If applicants wish to argue the claimed amounts, burden is upon applicants to 
show the contrary to the above statement (i.e. show that the reference range is not within the 
range of the claimed amounts). This reference also defines amounts for the components and it is 
the examiners position that the combined amounts defined by the reference will render a 
substrate substantially planar, thus making this limitation obvious. In view of this, no patentable 
distinction is seen to exist between the reference composition and the claimed composition in the 
absence of any evidence showing the contrary. With respect to the characteristics (i.e. polishing 
rate, selectivity and characteristics of claims 92, 93, and 108), since the composition is the same 
and is used to polish the same substrate, these characteristics are expected and therefore obvious 
because the same polishing composition is expected to provide the same polishing characteristics 
to a substrate upon polishing absent clear evidence showing the contrary. In view of this, the 
limitations of claims 77-82, 86-106, 108, 109, 111-114, 116-120, 126-128, 130 and 132-134 are 
met 

With respect to claim 125, the primary reference teaches that the abrasive can be a 
mixture of alumina and silica and this broadly encompasses any type of silica, including 
colloidal silica, thus the composition can contain all of the claimed components, irrespective of 
the purpose of said components. 

With respect to claim 129, the reference states that mixtures of abrasives can be used. 
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With respect to claims 135-136, the primary reference teaches that alumina can be used 
and it is the examiners position that this reads on any alumina form absent critical evidence. 

With respect to claims 1 12-1 14, 1 16-120, 125-130 and 132-136, the combination as 
defined above teaches the claimed invention. Although "consisting essentially of is used and 
Wang et al. might use additional components, no distinction is seen to exist because it is the 
examiners position that these components will not materially effect the basic and novel 
properties of the composition and thus are still within the scope of the claims. Burden is upon 
applicants to show that this additional component will materially affect the basic and novel 
properties of the claimed composition. 

Claims 110 and 131 are rejected under 35 U.S.C. 103(a) as obvious over Wang et al. 
(184) as applied to claim 112 above and further in view of Beitel et al. (208). 

Beitel et al. teaches in section [0013] that substrates based on an iridium oxide layer (and 
a silicon dioxide layer (dielectric)) are known to be polished with an abrasive polishing slurry. 

With respect to the specific substrate (iridium oxide), Wang et al. implies that the 
substrate can be any suitable substrate. This suggests to the skilled artisan that any known 
substrate can be polished and thus the polishing of a substrate comprising iridium oxide would 
have been obvious to the skilled artisan because this type of substrate is known to be polished 
with an abrasive polishing slurry, as shown by Beitel et al. The motivation for this combination 
is defined by Wang et al. in the implied statement that states any suitable substrate can be 
polished. 
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Claim 137 is rejected under 35 U.S.C. 103(a) as obvious over Wang et al. (184) as 
applied to claim 1 12 above and further in view of Lack et al (264). 

Lack et al teaches in section [0052] that a mixture of alpha alumina and gamma alumina 
is a known abrasive for polishing compositions. 

With respect to claim 137, the use of a mixture of alpha alumina and gamma alumina is 
obvious to the skilled artisan because this mixture is notoriously known to be used as the 
abrasive in polishing composition, as shown by Lack et al. and Wang et al. implies that any 
suitable abrasive known in the art may be used. Although Lack et al. is not directed to polishing 
noble metals, the concept of using two different alumina forms is known, irrespective of what it 
is used to polish. 

Claims 83-85 and 1 15 are rejected under 35 U.S.C. 103(a) as obvious over Wang et al. 
(184) as applied to claims 77 and 1 14 above and further in view of Sachan et al. (027). 

Sachan et al. teaches in claim 1 and section [0025] that polishing compositions for 
polishing noble metals are known to have a pH of 1.5-5. 

Although Wang et al. does not literally define the pH for the broad composition (i.e. any 
and all compositions for polishing noble metals within the scope of the reference), the use of the 
claimed pH in the composition of Wang et al. would have been obvious because in polishing 
compositions, the pH of the composition is dependent on the substrate to be polished, and as is 
shown by Sachan et al., when the substrate to be polished is a noble metal, the pH of the 
composition is defined as 1 .5-5. In view of this, one skilled in the art would have appreciated the 
pH values required for polishing a noble metals according to Sachan et al. 
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Applicant's arguments with respect to all the claims have been considered but are moot in 
view of the new ground(s) of rejection. 

The declaration filed on 6/28/07 under 37 CFR LI 31 is sufficient to overcome the 
Moeggenborg et al. (100) reference. In view of this, the previous rejections are withdrawn. 

Claims 121-124 and 138-139 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A. Marcheschi whose telephone number is (571) 272- 
1374. The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on^Jtcess to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-21 7-9 l^A^oll-free). 
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